
Following is an addendum to a feature article in Fenwick’s Spring 2021 Intellectual Property Bulletin, 

“Supreme Court Expands Upon Software Fair Use in Google v. Oracle,” with more on the history of the 

10-year battle between Google and Oracle and the case’s path to the U.S. Supreme Court. The feature 

article and the addendum are written by Fenwick partner Stephen D. Gillespie. 

Background

When it first embarked on developing a new operating system for mobile devices back in 2005, Google 

decided to use Sun’s Java programming language for its Android mobile operating system. With nearly six 

million trained Java developers worldwide, Google hoped that using the Java programming language for 

Android would facilitate a broad ecosystem for development of Android applications, and its adoption. By 

making it easy for trained Java developers to use the knowledge and skills they had gained working on Java 

applications for desktop and personal computers, Google sought to leverage the accrued talents of those 

developers on its new Android platform for mobile devices.

One feature that helped make the Java platform so popular with developers was the inclusion in the Java 

API of pre-written programs, called “methods” in the Java language, that perform thousands of common 

functions, such as printing something to the screen or calculating the cosine of an angle. The Java API 

consisted of some 166 “packages,” each broken down into a set of “classes,” with each class further divided 

into a set of those pre-written sub-routines designed to perform a specific function, called “methods.” At the 

time of Google’s development of Android, the Java API included 6,508 separate methods.  

The Java language requires developers to use a precise syntax in order to call a specific function:  java.

package.Class.method ( ), where the parenthesis indicate parameters to be passed to the desired function. 

Each method has a specified “declaration” or “header” that must be used in order to call that specific 

method. For example (with some additional nuance), “Java.lang.Math.max (2,3)” calls a sub-routine within 

the Class “Math” to calculate and return the greater of the two numbers presented as parameters. The 

declaration “Java.lang.Math.max (2,3)” implements a call to the underlying method or implementation code, 

which actually performs the applicable calculation or function.

Google initially approached Sun to discuss the possibility of taking a license to use and adapt the entire 

Java platform for mobile devices. Google and Sun also discussed a possible co-development partnership 

deal under which Java technology would become an open-source part of the Android platform, adapted 

for mobile devices. After several months of negotiation, the parties were not able to reach a deal. Google 

decided to write its own software code for each of the “methods” or sub-routines that would be available to 

developers of Android applications. But in order to enable Java developers to use familiar Java declarations 



and commands to write applications for Android, Google used the syntax and structure of the declaration 

codes associated with 37 of the 166 Java API packages.  

Importantly, Google did not copy or use the implementing code for any of the applicable methods. It wrote 

the implementing software for each of the Android methods itself without any reference to the method code 

from the Java API. But Google acknowledged that it had copied verbatim 11,500 lines of “declaring code” 

from the 37 relevant packages within the Java API—effectively, the header files that would enable a trained 

Java programmer to use familiar nomenclature from the Java platform to call specific functions or methods 

when writing programs for the Android platform. Within the 37 packages in the Android platform that include 

the declaration codes from the Java API, 97% of the code was written by Google, and only 3% consists of the 

declaration codes copied from the Java API.

Conflicting Decisions of the District Court and the Federal Circuit

After Oracle acquired Sun Microsystems in 2010, Oracle sued Google in the U.S. District Court for the 

Northern District of California, asserting that Google’s copying and use of the declaration codes and the 

“structure, sequence, and organization” of the 37 Java API libraries infringed Oracle’s copyrights in the Java 

platform. Google responded that the declaration codes and their structure, sequence and organization 

were a functional system and method of operation, and hence were not protectable “expression” under the 

Copyright Act. Google also argued that its use of the declaration codes in Android constituted a fair use 

under Section 107 of the Copyright Act, and therefore did not infringe Oracle’s copyrights.

Conflicting Views Regarding Copyright Protection for APIs:  
Judge Alsop’s Copyright Decision

In his 2012 order in Oracle America v. Google, regarding whether copyright protection extends to the 

declaring code in the Java API, U.S. District Court Judge Alsop agreed with Google, holding that the 

declaration codes copied by Google from Oracle’s Java APIs consisted of unprotectable names and titles of 

certain methods, together with certain functional elements of a system or method of operation, each of which 

are not subject to copyright protection under the Copyright Act. 

Citing Sega Enterprises v. Accolade, Judge Alsop noted the long-established rule that “copyright law 

does not protect names, titles, or short phrases or expressions.” “Significantly,” Judge Alsop wrote, 

“when there is only one way to write something, the merger doctrine bars anyone from claiming exclusive 

copyright ownership of that expression. Therefore, there can be no copyright violation in using the identical 

declarations. Nor can there be any copyright violation due to the name given to the method (or to the 

arguments), for under the law, names and short phrases cannot be copyrighted.”

Judge Alsop cited the Supreme Court’s decision in Baker v. Selden, which established the principle that 

copyright protects only the original expression of an author, but not the underlying ideas expressed: “The 
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copyright of a work on mathematical science cannot give to the author an exclusive right to the methods 

of operation which he propounds.” That principle has become known as the “idea-expression” dichotomy. 

In order to obtain an intellectual property monopoly over use of ideas, concepts, systems and methods of 

operation, the inventor is required to seek patent protection, which requires the inventor to prove the novelty 

of the claimed invention before an examiner in the Patent and Trademark Office. The patent monopoly lasts 

20 years at most. Copyright, on the other hand, vests in the author automatically upon authorship of the 

expressive work, and the copyright monopoly lasts for the life of the author plus 70 years. Therefore, courts 

and the Congress have been careful to ensure that copyright is not used to establish exclusive rights over 

ideas, concepts, systems and methods, which are the subject of patent protection.

Judge Alsop noted that a century after Baker, in the Copyright Act of 1976, Congress decided that computer 

programs could be subject to copyright protection as literary works under Section 102(a) of the Act, but 

expressly “codified a Baker-like limitation on the scope of copyright protection under Section 102(b): ‘In no 

case does copyright protection for an original work of authorship extend to any idea, procedure, process, 

system, method of operation, concept, principal, or discovery, regardless of the form in which it is described, 

explained, illustrated, or embodied in such work.’” The House Report that accompanied the 1976 Act noted 

that “some concern has been expressed lest copyright in computer programs should extend protection to 

the methodology or processes adopted by the programmer, rather than merely to the ‘writing’ expressing 

his ideas. Section 102(b) is intended, among other things, to make clear that the expression adopted by the 

programmer is the copyrightable element in a computer program, and the actual processes or methods 

embodied in the program are not within the scope of the copyright law.”

Judge Alsop noted the large number of appellate decisions in which courts held that elements of software 

programs that consisted of “methods of operation” or that are required to enable interoperability (such as 

APIs) are excluded from copyright protection under Section 102(b) of the Act. See, e.g., Lotus v. Borland (no 

copyright for Lotus 1.2.3 menu command hierarchy); Sega Enterprises v. Accolade (interface procedures for 

compatibility with Sega game console are functional and not protected by copyright); and Sony v. Connectix 

(application interfaces within the Sony PlayStation BIOS were “unprotected functional elements” excluded 

from copyright protection under Section 102(b)).

Because the declaration codes from the 37 Java APIs and their structure, sequence and organization were 

functional elements of the Java system and method of operation and were necessary for interoperability with 

applications written in the Java programming language, the district court held that they were excluded from 

copyright protection under Section 102(b).
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The Federal Circuit’s Rejection of Judge Alsop’s Copyright Analysis

The Federal Circuit reversed the district court’s holding on copyrightability, holding that the district court 

erred by conflating the issue of copyrightability (“which presents a low bar”) with fair use, and by importing 

fair use principles, including interoperability concerns, into its copyrightability analysis Oracle America 

v. Google. The Federal Circuit rejected “the notion that anything that performs a function is necessarily 

uncopyrightable,” citing favorably the conclusions of the U.S. Court of Appeals for the Tenth Circuit, in Mitel 

v. Iqtel, that “although an element of a work may be characterized as a method of operation, that element 

may nevertheless contain expression that is eligible for copyright protection” and that “Section 102(b) does 

not extinguish the protection accorded a particular expression of an idea merely because that expression is 

embodied in a method of operation.” 

Based on the foregoing, the Federal Circuit held that because the Java programmers could have chosen 

any number of ways to organize and write the declaration code for Java APIs, their final choices represented 

creative expression and are entitled to copyright protection under Section 102(a) of the Copyright Act. “We 

agree with Oracle that the merger doctrine cannot bar copyright protection for any lines of declaring source 

code unless Sun/Oracle had only one way, or a limited number of ways, to write them.” “Because Sun/Oracle 

‘exercised creativity in the selection and arrangement’ of the method declarations when it created the Java 

API packages and wrote the relevant declaring code, they contain protectable expression that is entitled to 

copyright protection.” Note that the Supreme Court decided not to decide whether APIs can be protected 

by copyright: “Given the rapidly changing technological, economic, and business-related circumstances, 

we believe we should not answer more than is necessary to resolve the parties’ dispute.” “We shall assume, 

but purely for argument’s sake, that the entire Sun Java API falls within the definition of that which can be 

copyrighted. We shall ask instead whether Google’s use of part of that API was a fair use. Unlike the Federal 

Circuit, we conclude that it was.” (Internal quotes and citations omitted in all quoted instances from the 

Court’s opinion.)

The Conflict Between the District Court and Federal Circuit 

Regarding Fair Use: Judge Alsop’s Order Regarding Fair Use

After Oracle appealed the district court’s 2012 copyright holding, the Federal Circuit remanded to the district 

court for further proceedings on Google’s fair use defense. The jury held that Google’s use of the declaring 

codes and structure, sequence and organization from the 37 Java APIs constituted a fair use under Section 

107 of the Copyright Act and hence that Oracle could not sustain a claim for copyright infringement based 

on Google’s use. The district court rejected Oracle’s motion for judgment as a matter of law, holding that a 

reasonable jury could find fair use based on the four factors set forth in Section 107. It set out its conclusions 

with respect to each of the four fair use factors, as follows:

1. The purpose and character of the use. The jury could reasonably have rejected Oracle’s argument 

that Google acted in bad faith, and although commercial use generally weighs against fair use, 

Google’s use was transformative in that Android is designed for mobile, not desktop computers, and 

Google added its own implementing code.
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2. The nature of the copyrighted work. The jury could have concluded that the declaring code and its 

sequence, structure and organization were essentially functional and were not ”highly creative,” even if 

they involved some degree of creative choice, and hence that they were entitled to a lesser degree of 

copyright protection than other works.

3. The amount and substantiality of the portion used in relation to the copyrighted work as a 

whole. The jury could have concluded that Google copied the “bare minimum” necessary to maintain 

inter-system consistency in usage, noting again that Google wrote its own implementing code for each 

of the methods available in the Android platform.

4. The effect of the use upon the potential market for or value of the copyrighted work. The jury 

could have found that Android caused no harm in the market for the Java platform, which was designed 

for desktop and laptop computers and not for mobile devices.

The Federal Circuit’s Reversal on Google’s Fair Use Defense

In Oracle, the Federal Circuit reversed the district court’s fair use holding, concluding that Google’s 

use of the declaring code from the Java APIs “was not fair as a matter of law.” The court noted that the 

first factor, the purpose and character of use, “involves two primary components: (1) whether the use is 

commercial in nature, rather than for educational or public interest purposes; and (2) whether the new work is 

transformational or simply supplants the original.” The court found that both factors weigh against Google’s 

fair use defense: (1) Android is commercial in nature and highly profitable for Google; and (2) Google’s use 

of the declaration code from the Java APIs was not transformative, but simply copied the code verbatim to 

perform the same functions (albeit for mobile devices rather than personal computers).  

On the third factor, the amount and substantiality of the portion used, the Federal Circuit held that no 

reasonable jury could conclude that Google had copied only the minimum amount of code necessary to 

write Android or to maintain interoperability with Java, given that applications written for the Java platform 

are not interoperable with Android. The Federal Circuit concluded that Google’s desire to make developing 

Android applications easier for trained Java programmers did not give Google a right to copy from the Java 

APIs and was not a fair use. 

On the fourth factor, the effect on the potential market, the Federal Circuit held that Google’s copying of the 

declaring code from the Java APIs contributed substantially to the success of Android, and that Oracle/

Sun could have potentially developed a successful Java platform for mobile devices if Google had not 

released Android; hence, Google’s copying of the Java declaration codes and their sequence, structure and 

organization materially harmed the market for Oracle’s Java platform in the mobile field. “There is nothing 

fair,” the Federal Circuit wrote, “about taking a copyrighted work verbatim and using it for the same purpose 

and function as the original in a competing platform.” 


